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Specification 

The disclosure is objected to because of the following informalities: 

page 4, line 28, the word "have" should be amended to the word -- having -. 

Appropriate correction is required. 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

Claims 5, 12-13, 16 and 18 are objected to because of the following informalities: 
Claim 5 

line 5, the word -- a - should be inserted after the word "in". 
Claim 12 

line 1 , the word "the" (second occurrence) should be deleted. 
Claim 13 

line 3, the word "dialkylamdes" should be amended to the word - dialkylamides - 
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Claim 16 

line 3, "C0 2 " should be amended to -- carbon dioxide --. See claim 1 , lines 4-5. 
Claim 18 

line 2, the word "potentiostatis" should be amended to the word - potentiostatic - 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
I. Claims 2-4, 7-11, 14-15, 17 and 20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
Claim 2 

line 4, it appears that the "cathodic carboxylation" is the same as that recited in 
claim 1 , line 4. However, it is unclear if it is. If it is, then it is suggested that the word - 
the - be inserted after the word "undergoes". 

Claim 4 

lines 1-2, it appears that the "3-methylmercaptopropionaldehyde" is further 
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limiting the compound corresponding to the formula R 1 -C(=X)R 2 as recited in claim 1 , 
lines 5-6. However, it is unclear if it is. If it is, then it is suggested that the words - the 
compound corresponding to the formula R 1 -C(=X)R 2 is - be inserted after the word 
"wherein". 

lines 2-3, it appears that the "cathodic carboxylation" is the same as that recited 
in claim 1 , line 4. However, it is unclear if it is. If it is, then it is suggested that the word - 
the - be inserted after the word "undergoes". 

Claim 7 

lines 1-2, "the electrode which is doped with one or more of said elements" lacks 
antecedent basis. 

line 2, "said elements" lack antecedent basis. 

Claim 8 

line 1 , it appears that "a catholyte" is the same as the catholyte recited in claim 1 , 
line 14. However, it is unclear if it is. If it is, then it is suggested that the word "a" be 
amended to the word - the --. 

lines 3-4, it appears that the "catholyte" is the same as the catholyte recited in 
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claim 8, line 1 . However, it is unclear if it is. If it is, then it is suggested that the 
word ~ the - be inserted after the word "wherein". 

line 4, it appears that the "anolyte" is the same as the anolyte recited in claim 8, 
line 2. However, it is unclear if it is. If it is, then it is suggested that the word - the -- be 
inserted after the word "and". 

Claim 1 1 

lines 1-2, "the conducting salt of the ... anolyte" lacks antecedent basis. 
Claim 14 

lines 1-2, it appears that "a divided electrolytic cell having an ion exchange 
membrane" is further limiting the electrolytic cell recited in claim 1, lines 16-17. 
However, it is unclear if it is. 

line 3, "the separating element" lacks antecedent basis. 
Claim 17 

lines 2-3, it appears that "a divided electrolytic cell having plane-parallel 
electrodes" is further limiting the electrolytic cell recited in claim 1, lines 16-17. However, 
it is unclear if it is. 
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Claim 20 

lines 4-5, "the salt form the formed substituted carboxylic acid anion with a 
cation" lacks antecedent basis. 

line 4, it is unclear what is meant by the words "form the formed". 

lines 4-5, "the formed substituted carboxylic acid anion with a cation" lacks 
antecedent basis. 

line 5, "the electrolyte" lacks antecedent basis. 

lines 5-6, "the addition of a substantially nonpolar solvent" lacks antecedent 

basis. 

lines 7-8, "the salt which has been separated from the organic phase" lacks 
antecedent basis. 

lines 7-8, "the organic phase" lacks antecedent basis. 

II. Claims 8-10 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a gap 
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between the elements. See MPEP § 2172.01 . The omitted elements are: 

(a) the relationship between the identical and different conducting salts (from 
claim 8, lines 4-5) and the conducting salt (from claim 1 , line 14). 

Is the conducting salt (from claim 1, line 14) the same as one of the identical and 
different conducting salts (from claim 8, lines 4-5)? 

(b) the relationships between the plane-parallel electrodes (from claim 17, line 3), 
the diamond film cathode (from claim 1 , line 5) and the insoluble anode (from claim 1 , 
line 18). 

Is the diamond film cathode (from claim 1 , line 5) and the insoluble anode (from 
claim 1, line 18) the same as the plane-parallel electrodes? 

Allowable Subject Matter 

The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 1 -20 define over the prior art of record because the prior art does not 
teach or suggest a process for the preparation of an a-substituted carboxylic acid 
selected from the group consisting of a-hydroxycarboxylic acids and N-substituted a- 
aminocarboxylic acids, which comprises the step of cathodic carboxylation as presently 
claimed, esp., wherein the cathodic carboxylation is with carbon dioxide at a diamond 
film cathode. The prior art does not contain any language that teaches or suggests the 
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above. Therefore, a person skilled in the art would not have been motivated to adopt the 
above conditions, and a prima facie case of obviousness cannot be established. 

Claims 2-4, 7-1 1 , 14-1 5, 17 and 20 would be allowable if rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office 
action. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Lehmann et al. (US Patent No. 6,475,370 B2) is cited to teach using a 
magnesium or carbon cathode (col. 4, line 10). 

Moingeon et al. (US Patent No. 4,824,532) is cited to teach a cathode of either 
any metal such as stainless steel, nickel, platinum, gold, copper or graphite (col. 5, lines 
24-28). 

Wagenknecht (US Patent No. 4,601,797) is cited to teach that any suitable 
material can be employed as cathode, various metals, alloys, graphite, etc. being known 
in the art (col. 7, lines 9-25). 

Wagenknecht (US Patent No. 4,582,577) is cited to teach that any suitable 
material can be employed as cathode, various metals, alloys, graphite, etc. being known 
in the art (col. 5, lines 4-20). 

Kato (US Patent No. 4,248,677) is cited to teach that the cathode is preferably 
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made of a solid material such as brass, graphite, inconel, copper, nichrome, zinc, lead, 
platinum, nickel, stainless steel and aluminum. Liquid material such as mercury can also 
be used (col. 9, lines 26-30). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edna Wong whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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